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CORPORATE DISCLOSURE STATEMENT  

Pursuant to Federal Rule of Appellate Procedure 26.1, Appellee 

Sun Microsystems, Inc. states that it has no parent company and 

no subsidiary which has issued shares to the public.  

I. STATEMENT OF THE ISSUES  

A.    Did the district court abuse its discretion by entering the 

preliminary injunction against Microsoft based on copyright 

infringement? 

B. Did the district court abuse its discretion by entering the 

preliminary injunction against Microsoft based on California's 

unfair competition statute? 

II. STATEMENT OF JURISDICTION  

Sun agrees with Microsoft's Statement of Jurisdiction. 

III. STATEMENT OF THE CASE  

This case arises out of Microsoft's massive, worldwide 

distribution of products that incorporate Sun's JAVATM 

technology, but fail to pass Sun's compatibility test suite. 
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On October 7, 1997, Sun filed its complaint against Microsoft 

alleging, among other things, trademark infringement, unfair 

competition, and breach of contract. ER 1-41. 

On November 17, 1997, Sun moved for a preliminary 

injunction barring Microsoft from using Sun's JAVA 

Compatible Logo to promote and distribute products that 

failed to pass Sun's compatibility test suite. ER 42-68. On 

March 24, 1998, the district court granted Sun's motion. ER 

146-64. 

On May 12, 1998, after receiving source code for Microsoft's 

products, Sun amended its complaint to add a claim for 

copyright infringement. ER 165-216. Sun also filed motions 

for preliminary injunction under 17 U.S.C. § 502 (copyright 

infringement) and Cal. Bus. & Prof. Code § 17200 (unfair 

competition). ER 244-66, 905-33. 

On November 17, 1998, the district court granted in part 

Sun's motions. ER 1126-56. The district court's November 

17, 1998 order prohibits Microsoft from distributing products 

that contain program code copied or derived from Sun's 

copyrighted code, unless such products implement Sun's 

JAVA Native Interface ("JNI") and pass Sun's compatibility 

test suite. ER 1154. The court also found that Microsoft's 

distribution of JAVA development tools was likely to infringe 

Sun's copyrights, but allowed Microsoft to continue shipping 

such products, provided Microsoft re-configure a default 

setting in its compiler, include a warning to developers, and 

not add additional, unauthorized keyword extensions or 

compiler directives. ER 1146, 1154-55. To mitigate any harm 
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to Microsoft or the general public, the district court gave 

Microsoft ninety days to comply, and did not require the 

recall of any product already shipped. ER 1154-56. As a 

condition of the preliminary injunction, the district court 

required Sun to post a $15,000,000 bond. ER 1156. 

The district court reached its decision after reviewing 

numerous declarations and briefs filed by the parties, 

retaining an independent technical expert to help explain the 

technology, attending a technology tutorial presented by the 

parties, and holding a two-day evidentiary hearing at which 

five witnesses, including the principal contract negotiators for 

both parties, testified about the TLDA and the JAVA 

technology. ER 456-874, 1137. Based on that extensive 

record, the district court assessed the credibility of the 

witnesses, made findings of fact, applied the law to those 

facts, and only then concluded that Sun had shown a 

likelihood of success on the merits of its copyright 

infringement claim. ER 1138-52. 

In support of its unfair competition motion, Sun offered 

extensive deposition testimony and voluminous internal 

Microsoft documents that recount Microsoft's campaign, 

directed by its most senior executives, to seize control of the 

JAVA programming environment by deliberately flooding the 

market with non-conforming, Microsoft-dependent 

implementations of Sun's JAVA technology. ER 905-33, 954-

72; SER 389-532. However, because the court's s 

disposition of Sun's motion for copyright infringement 

provided much of the relief requested by Sun in its unfair 

competition motion, the district court specifically addressed 
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only a portion of Sun's motion for unfair competition, 

enjoining as unfair business practices certain Microsoft 

licensing practices and misleading statements to developers. 

ER 1152-55. 

On December 16, 1998, Microsoft filed its notice of appeal. 

ER 1157-59. On December 18, 1998, Microsoft filed a 

motion in the district court to clarify or modify the injunction 

concerning "independently developed JAVA technology." ER 

1247. On February 5, 1999, the district court heard oral 

argument on Microsoft's motion. No decision has yet been 

issued on the motion. 

IV. STATEMENT OF FACTS  
A. Sun's JAVATM Technology  

Sun is the developer and licensor of the JAVA 

technology. The JAVA technology is designed to 

permit the development and deployment of computer 

software capable of running on many different, 

otherwise incompatible "platforms" (i.e., 
microprocessors, operating systems, or browsers). 

ER 73. 

Because most computer systems have very different 

program execution environments, a program 

developed to run on one computer system will 

generally not run on a different system. Thus, a 

program written to run on Microsoft's Windows 

operating system will generally not run on an Apple 

Macintosh system. SER 268-70. 
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Sun's JAVA technology is designed to enhance the 

ability of different, otherwise incompatible systems to 

run the same software. SER 47. By providing a 

standardized execution or "runtime" environment that 

can be implemented on many different systems, the 

JAVA technology effectively creates a platform-

independent programming environment, one that can 

be shared by a variety of different systems provided 

they each compatibly implement the JAVA 

technology. SER 48. Programs written in the standard 

JAVA programming environment will execute as 

intended on each system that faithfully implements 

the standard JAVA runtime environment. SER 48. 

The creation of such a platform-independent 

programming environment shared by many different 

computer systems holds great promise for 

consumers, software developers and systems 

manufacturers. SER 268-69. Consumers can 

purchase just one version of program code, and run it 

on any computer system. That increases consumer 

choice and reduces consumer cost. SER 269. 

Software developers can create just one version of 

program code and distribute it to work with little or no 

modification on any computer system. That greatly 

reduces the cost of software development and 

enormously expands the market potential for each 

program developed using the JAVA technology. SER 

268-69. Systems manufacturers benefit because 

programs developed for competing systems can run 

on their system as well. That enhances the appeal of 
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systems, such as the Macintosh, that have 

comparatively small market shares, and thus 

generate much less interest among applications 

developers. It also greatly reduces barriers to 

competition in the operating systems market by 

providing new entrants who implement the JAVA 

technology ready access to a large pool of existing 

applications capable of running on their systems. SER 

95, 269. 

B. The Overriding Importance of Maintaining 
Compatibility  

The benefits of compatibility created by the JAVA 

technology can be fully realized only if each of the 

manufacturers who distribute systems that implement 

the JAVA runtime environment, and each of the tools 

vendors who distribute software development tools for 

the JAVA programming environment, strictly comply 

with the standard specification of the JAVA 

technology. SER 267-68. If, for any reason, one 

systems manufacturer or tools vendor unilaterally 

modifies or deviates from the standard specification, 

the benefits of compatibility for all concerned will be 

impaired. SER 268, 273-75. If, as happened here, the 

distributor of the largest volume of products 

implementing the JAVA technology deviates from the 

standard specification of the technology, not only is 

the value of the JAVA technology impaired, but there 

is also a very real danger that the deviant distributor's 

non-conforming implementations will become a de 
facto standard. SER 97. Indeed, by flooding the 
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market with products that implement a deviant 

standard, a large volume distributor such as Microsoft 

can effectively seize control of the JAVA technology 

and its future evolution. SER 96-98. 

To protect against that risk, and to achieve the 

benefits of compatibility for all concerned, it is 

imperative that each distributor who implements the 

JAVA technology in the products it distributes strictly 

adhere to the standard specification of the JAVA 

technology. SER 267-68. 

C. Sun's Licensing Program and JAVA Development Kit  

To encourage widespread adoption and compatible 

implementation of its JAVA technology, Sun has 

granted licenses to a large number of systems 

manufacturers and tools vendors to develop and 

distribute products that use Sun's copyrighted and 

patented technology. SER 47-48. To ensure that each 

licensee compatibly implements the JAVA technology 

in the products it distributes, Sun requires its 

distributors to verify that each product they develop 

using the JAVA technology passes Sun's compatibility 

test suites prior to its commercial distribution. SER 49. 

In addition, Sun has created and licensed a 

compatibility trademark, the JAVA Compatible Logo, 

to signify those products that have successfully 

passed Sun's compatibility tests. SER 49. 

Sun makes the JAVA technology available to its 

licensees via copyrighted specifications and a 
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copyrighted computer program called the JAVA 

Development Kit ("JDK"). ER 268. The JDK includes 

the JAVA Runtime Interpreter, which implements the 

JAVA Virtual Machine, the JAVA Classes, and the 

JAVA Compiler. ER 1127. 

In January 1996, Sun released an initial version of its 

JDK computer program, called JDK 1.0. SER 159. In 

February 1997, Sun released an upgrade of the JDK 

called JDK 1.1. The JDK 1.1 release was 

accompanied by a compatibility test suite, called the 

JAVA Compatibility Kit ("JCK") 1.1a. SER 159. 

D. Microsoft Views JAVA Technology As A Threat To Its 
Monopoly  

Microsoft's Windows operating systems dominate the 

market for desktop operating systems. SER 91. The 

programming environment created by the Windows 

operating system is "platform-dependent," such that a 

program developed for the Windows environment 

cannot run without extensive modification on any 

other system. SER 91. The platform-dependent 

nature of Microsoft's Windows programming 

environment, coupled with its overwhelming share of 

the market for desktop operating systems, creates 

substantial barriers to competition. SER 91-93. Sun's 

JAVA technology threatens to reduce those barriers 

by allowing developers to create programs that can 

run on Windows as well as many other systems with 

little or no modification. SER 94-96. 
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Microsoft's senior management immediately 

appreciated the competitive threat posed by Sun's 

platform-independent JAVA technology. In a 

November 1995 white paper entitled, "What Should 

We Do About JAVA?," one Microsoft analyst wrote: 

"In effect, the machine and OS specifics have been 

made irrelevant. . . . This hiding of Microsoft's 

franchise is certainly not good for Microsoft." SER 

404. In February 1996, Microsoft's Executive Vice-

President Paul Maritz discussed the threat posed by 

Sun's JAVA technology and Netscape, one of Sun's 

distributors: "Netscape/JAVA is using the browser to 

create a "virtual operating system . . . . Windows will 

become devalued, eventually replaceable?" SER 5. 

Indeed, Microsoft perceived the threat to be so 

significant that its chairman, Bill Gates, warned his 

staff in September 1996, "This scares the hell out of 

me. It is still very unclear to me what our OS will offer 

to JAVA client applications code that will make them 

unique enough to preserve our market position." SER 

411. 

E. Microsoft's License To Distribute Products 
Incorporating Sun's JAVA Technology  

In late 1995, Microsoft sought a license from Sun to 

distribute products that incorporate the JAVA 

technology. ER 768-69. Sun's representatives 

repeatedly told Microsoft that "the most important 

provision from Sun's perspective is compatibility." ER 

778. 
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The negotiations culminated in the Technology 

License and Distribution Agreement ("TLDA") 

between Sun and Microsoft effective March 11, 1996. 

SER 203-31. The first recital states, "SUN wishes to 

license its JAVA technology, while maintaining 

compatibility among JAVA language based products," 

and the second recital states, "SUN wishes to protect 

and promote a compatibility logo used in connection 

with its JAVA technology." SER 203. 

In section 2.2(a)(iii) of the TLDA, Sun granted 

Microsoft a limited license under Sun's Intellectual 

Property Rights, including copyrights, to "[m]ake, use, 

import, reproduce, license, rent, lease, offer to sell, 

sell or otherwise distribute to end users as part of a 

Product or an upgrade to a Product, the Technology 

and Derivative Works thereof in binary form." SER 

206. Microsoft's license to distribute Products is 

further limited in section 2.6(a)(vi) of the TLDA, which 

expressly provides that "any new version of a Product 

that Licensee makes commercially available to the 

public after the most recent Compatibility Date shall shall shall shall 
only include the corresponding Compatible only include the corresponding Compatible only include the corresponding Compatible only include the corresponding Compatible 
ImplementationImplementationImplementationImplementation." SER 209 (emphasis added). In other 

words, the Products Microsoft is authorized to 

distribute commercially must pass Sun's JAVA Test 

Suite. Id; see also ER 159-60, 1139. 

In addition, Sun granted Microsoft a license to display 

Sun's JAVA Compatible Logo in association with 

products that pass Sun's test suites. SER 230. Thus, 
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the requirement to pass Sun's test suites not only 

maintains compatibility among each of the products 

distributed by Sun's distributors, but also protects and 

promotes the JAVA Compatible Logo, which Microsoft 

is required to display with certain Products it 

distributes. 

F. Microsoft Copies Sun's JDK Source Code  

Pursuant to the TLDA, Sun notified Microsoft in 

February 1997 that the source code for JDK 1.1 

constituted a Significant Upgrade and was available 

for download. ER 300; SER 159. Microsoft thereupon 

accessed Sun's JavaSoftTM Partners Website and 

copied the entire source code for Sun's copyrighted 

JDK 1.1 computer program. SER 159-60. 

A review of the source code for Microsoft's products, 

including Internet Explorer ("IE") 4.0 and Software 

Development Kit for JAVA ("SDKJ") 2.0, revealed that 

hundreds of files in Microsoft's products are literal, 

identical copies of source code files from Sun's JDK 

1.1 and contain Sun'sSun'sSun'sSun's copyright notices. SER 142-45. 

Tens of thousands of lines of source code in 

Microsoft's products are identical to Sun's JDK 1.1. 

SER 145, 262-63. Microsoft does not dispute that it 

copied Sun's JDK 1.1 source code and incorporated 

that source code into its IE 4.0, SDKJ 2.0 and 3.0, 

Visual J++ 6.0, and Windows 98 products. ER 938. 

G. Microsoft Attempts To Fragment And Seize Control Of 
JAVA Technology  

1. Microsoft's Decision to "Pollute" Sun's JAVA 
Technology  
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After signing the TLDA, Microsoft apparently 

concluded that compliance with its license 

would erode its marketplace dominance. As 

one Microsoft executive observed, the TLDA 

"puts Microsoft on an interesting treadmill; we 

are racing to improve a technology that 

competes with our core franchise." SER 430. 

When the head of Microsoft's JAVA 

development team, Ben Slivka, proposed in 

January 1997 that "JAVA is our destiny," SER 

435, Microsoft's Chairman, Bill Gates, 

disagreed and accused Mr. Slivka of "trying to 

destroy Windows." ER 960. Instead, as 

reflected in Mr. Slivka's subsequent e-mail to 

Mr. Gates, Mr. Gates asked Mr. Slivka how 

Microsoft could wrest control of the JAVA 

technology away from Sun and transform it into 

a Windows-dependent programming 

environment: 

"When I met with you last, you had a lot of 

pretty pointed questions about JAVA, so I want 

to make sure I understand your 

issues/concerns.  

. . . . 

1. What is our business model for Java? 

2. How do we wrest control of Java away from How do we wrest control of Java away from How do we wrest control of Java away from How do we wrest control of Java away from 
SunSunSunSun? 
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3. How do we turn Java into just the latest, best How do we turn Java into just the latest, best How do we turn Java into just the latest, best How do we turn Java into just the latest, best 
way to write Windows applicationsway to write Windows applicationsway to write Windows applicationsway to write Windows applications? 

4. What are we doing to leverage/expose 

Windows to Java developers? 

5. Implications of our Sun contract to our 

evolution of Java?"  

SER 433. 

Once Mr. Gates made clear that Microsoft's 

goal was to "wrest control of Java away from 

Sun," Microsoft embarked on a concerted 

campaign to accomplish that goal by flooding 

the market with a non-conforming, Microsoft-

dependent version of Sun's technology. 

Toward this end, Microsoft first set out to 

fragment the JAVA programming environment 

by contriving ways to render its product 

implementations incompatible with the 

standard JAVA environment supported by 

Sun's other distributors. As Microsoft's Senior 

Vice-President Jim Allchin stated: "I would 

explicitly be different -- just to be differentjust to be differentjust to be differentjust to be different. . . . 
[W]ithout something to pollute JAVA more to 

Windows (show new cool features that are only 

in Windows) we expose ourselves to more 

portable code on other platforms . . . ." SER 

418 (emphasis in original). Or, as a Microsoft 

pricing proposal for its JAVA development tool, 

Visual J++ 6.0 (also known as "VJ98") 
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succinctly explained, Microsoft's "strategic 

objective" is to "[k]ill cross-platform JAVA by 

grow[ing] the polluted JAVA market" and 

"[m]igrate and lock JAVA developers to Win32 

JAVA." SER 396, 414. 

2. Microsoft's Distribution of Incompatible 
Products  

Consequently, in the fall of 1997, Microsoft 

began the widespread commercial distribution 

of its incompatible JAVA runtime 

implementation (IE 4.0) and an incompatible 

software development tool (SDKJ 2.0), both of 

which prominently displayed Sun's JAVA 

Compatible Logo, but failed to pass Sun's JCK 

1.1a test suite. SER 371-77, 384,88. Despite 

Sun's repeated requests to stop, Microsoft 

continued to distribute its non-conforming 

products displaying Sun's JAVA Compatible 

Logo. SER 45. 

In March 1998 the district court granted Sun's 

motion for preliminary injunction based on 

trademark infringement. The district court 

found that Microsoft's products failed to pass 

Sun's test suite and rejected Microsoft's 

interpretation of the license. As the district 

court found, Microsoft's interpretation of the 

license "would essentially allow Microsoft to 

destroy the cross-platform compatibility of the 

JAVA programming environment." ER 160. 
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Yet, even after the district court ordered 

Microsoft to stop using Sun's JAVA Compatible 

Logo, Microsoft not only continued its 

unauthorized distribution of incompatible 

products, but actually expanded their 

distribution. In the summer of 1998 Microsoft 

began worldwide distribution of Windows 98, 

which contains Microsoft's non-conforming IE 

4.0 implementation of the JAVA runtime 

environment, but fails Sun's JCK 1.1a test 

suite. SER 160-61, 164-65. At the same time, 

Microsoft introduced a new development kit, 

called SDKJ 3.0, that also includes Sun's JDK 

1.1 source code and fails the JCK 1.1a test 

suite. SER 160, 162, 185. Subsequently, in the 

fall of 1998, Microsoft commercially released 

its Visual J++ 6.0, a JAVA software 

development tool that also contains Sun's JDK 

1.1 source code and fails Sun's test suites. ER 

532-33; SER 188. 

3. Microsoft's Restrictive Licensing Practices and 
False Representations 

Microsoft also acted to force its licensees to develop 

software for its "polluted" version of the JAVA technology, 

SER 422-24, 479, 498, and misleadingly advertised its 

implementation as the "officialofficialofficialofficial reference implementation" of 

the JAVA technology for Win-32 based systems. SER 421. 

V. SUMMARY OF THE ARGUMENT  
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The district court did not abuse its discretion in issuing a 

preliminary injunction against Microsoft. The district court 

carefully crafted its order prohibiting Microsoft from 

distributing products that infringe Sun's copyrights to 

minimize the hardships on Microsoft and the public. The 

district court even allowed Microsoft to continue to distribute 

certain products that likely infringe Sun's copyrights out of 

concern that an injunction might harm software developers 

who had used the product. The district court's order displays 

a keen understanding and appreciation of both the law and 

the technology at issue. 

Microsoft's appeal rests on a flawed premise. Unable to 

show that the district court employed an inappropriate legal 

standard or incorrectly apprehended the law regarding 

preliminary injunctions based on copyright infringement, 

Microsoft improperly asks this Court to reach the underlying 

merits of the dispute between the parties. The Court should 

decline Microsoft's invitation to substitute its judgment for the 

district court's. 

Were this Court to judge the underlying merits, it would find 

a compelling record in support of the district court's order. 

Sun submitted unrebutted evidence demonstrating that 

Microsoft literally copied substantial portions of Sun's 

copyrighted source code and distributed incompatible 

products based on that copied code, thereby exceeding the 

scope of its license under the TLDA, and infringing Sun's 

copyrights. Section 2.6(a)(vi) of the TLDA expressly limits 

the scope of Microsoft's license to distribute commercial 

products to compatible products only. Section 2.6(a)(vi) is 
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not an independent covenant as Microsoft contends, but a 

fundamental limitation on the scope and definition of 

commercial Products Microsoft is licensed to distribute, and 

authorized to brand with Sun's JAVA Compatible trademark. 

The district court's finding that Microsoft's products were 

incompatible and failed Sun's test suite is well-supported by 

the district court's detailed findings regarding Microsoft's 

incompatible JAVA Compiler and its failure to support JNI. 

Microsoft belatedly seeks to argue that the TLDA somehow 

precludes injunctive relief for copyright infringement. 

Microsoft did not raise this argument with the district court 

and has therefore waived it on appeal. Even if the Court 

were to reach the issue, the contract provisions which 

Microsoft cites plainly do not apply to copyright infringement 

claims and Microsoft failed to meet its burden to prove 

otherwise. 

As for Microsoft's challenge that the district court's order 

improperly encompasses "independently developed" work, 

Microsoft has raised the issue with the district court, where 

the matter has been argued but not yet decided. This issue 

is simply not ripe for appeal. 

Microsoft's challenge to the district court's findings of unfair 

competition are similarly without merit. The record supports 

the district court's finding that Microsoft engaged in 

restrictive licensing practices designed to force others to use 

its incompatible JAVA products only and made false and 

misleading statements about its products. 
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The district court's preliminary injunction order should be 

affirmed. 

VI. STANDARD OF REVIEW  

The grant of a preliminary injunction is reviewed for abuse of 

discretion. Roe v. Anderson, 134 F.3d 1400, 1402 (9th Cir. 

1998). The Ninth Circuit does not review the underlying 

merits of the case, nor decide whether the result reached by 

the district court was correct. California Prolife Council 
Political Action Comm. v. Scully, No. 98-15308, 1999 WL 

2549, at *1 (9th Cir. Jan. 5, 1999). Rather, the Court 

determines only "whether the district court employed the 

appropriate legal standards which govern the issuance of a 

preliminary injunction, and whether the district court correctly 

apprehended the law with respect to the underlying issues in 

the litigation." Id. (internal quotations omitted). "As long as 

the district court got the law right, it will not be reversed 

simply because the appellate court would have arrived at a 

different result if it had applied the law to the facts of the 

case." Gregorio T. v. Wilson, 59 F.3d 1002, 1004 (9th Cir. 

1995) (internal quotations omitted); see also Sports Form, 
Inc. v. United Press Int'l, Inc., 686 F.2d 750, 752 (9th Cir. 

1982). 

VII. ARGUMENT  
A. The District Court Did Not Abuse Its Discretion By 

Issuing A Preliminary Injunction Based On Microsoft's 
Copyright Infringement  

1. The District Court Employed The Appropriate 
Legal Standard And Correctly Apprehended 
The Law Regarding Preliminary Injunctions 
Based On Copyright Infringement  
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Microsoft does not dispute that the standard 

applied by the district court is the appropriate 

legal standard for preliminary injunctions based 

on copyright infringement. Br. 20-21. The 

district court required Sun to establish "either a 

likelihood of success on the merits and the 

possibility of irreparable injury, or that serious 

questions going to the merits were raised and 

the balance of hardships tips sharply in its 

favor." ER 1137-38 (quoting Sega Enters. Ltd. 
v. Accolade, Inc., 977 F.2d 1510, 1517 (9th Cir. 

1992)). The district court properly held that if 

Sun established a reasonable likelihood of 

success on its copyright infringement claim, the 

harm, if any, resulting to Microsoft from an 

order restraining its infringing activity was a 

"minor consideration," and Sun was entitled to 

a presumption of irreparable harm. ER 1138, 

1150. See also Cadence Design Sys, Inc. v. 
Avant! Corp., 125 F.3d 824, 826 (9th Cir. 1997); 

Johnson Controls v. Phoenix Controls Sys., 
886 F.2d 1173, 1174 (9th Cir. 1989). Microsoft 

does not challenge the propriety of these 

standards for granting a preliminary injunction 

based on copyright infringement. 

Instead, Microsoft argues that the district court 

should have applied the preliminary injunction 

standards for a breach of contract claim, and 

thus, should not have presumed that Sun 

would suffer irreparable harm. Br. 21. 
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Microsoft's arguments, however, fail to 

establish that the district court erred, much less 

abused its discretion. 

The district court applied the preliminary 

injunction standard for copyright infringement 

because Sun's motion for preliminary injunction 

was based on copyright infringement, not 

breach of contract. ER 244-66. Sun did notdid notdid notdid not 
claim that "Microsoft infringed Sun's copyrights 

becausebecausebecausebecause Microsoft breached the TLDA" as 

Microsoft now contends. Br. 20 (emphasis 

added). Rather, Sun claimed that Microsoft 

infringed Sun's copyrights because Microsoft 

exceeded the scope of its license under the 

TLDA by distributing products that failed to 

pass Sun's test suite. ER 201-02, 261. Thus, 

the district court properly framed the issue as 

"whether Microsoft's use of the JAVA 

Technology exceeds the scope of its license," 

not whether Microsoft breached the TLDA. ER 

1139. 

The district court correctly apprehended the 

law with respect to copyright infringement: "A 

licensee infringes the licensor's copyright if it 

exceeds the scope of the license." ER 1139 
(citing S.O.S., Inc. v. Payday, Inc., 886 F.2d 

1081, 1087-88 (9th Cir. 1989); see also Frank 
Music Corp. v. Metro-Goldwyn-Mayer, Inc., 772 

F.2d 505, 511-12 (9th Cir. 1985); Melville B. 
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Nimmer & David Nimmer, Nimmer on 
Copyright § 10.15[A] (1998). "[C]opyright 

licenses are presumed to prohibit any use not 

authorized." S.O.S., Inc., 886 F.2d at 1088. 

"The critical question is not the existence but 

the scope of the license." Id. at 1087-88. 

Microsoft concedes that a licensee who acts 

outside the scope of its license may be liable 

for copyright infringement. Br. 23. In fact, 

Microsoft itself has successfully asserted 

copyright infringement claims against its 

licensees for exceeding the scope of their 

licenses. See, e.g., Microsoft Corp. v. Harmony 
Computers & Elecs., Inc., 846 F.2d 208, 214 

(E.D.N.Y. 1994) ("[Microsoft's] claim that 

defendants exceeded the scope of its license 

agreements states a claim for copyright 

infringement rather than breach of contract."). 

Microsoft's argument is not based on a 

showing that the district court misapprehended 

the law. Rather, it is based on a challenge to 

the district court's application of the law to the 

specific facts of this case. In short, Microsoft 

simply asks this Court to apply the law to the 

facts differently than did the district court. But, 

as this Court has repeatedly held, that is not an 

appropriate basis to challenge a preliminary 

injunction. Gregorio T., 59 F.3d at 1004; Sports 
Form, 686 F.2d at 752. The district court 



 29 

applied the correct legal standards to the facts 

as it found them and preliminarily concluded 

that Microsoft's distribution of certain products 

exceeds the scope of Microsoft's license under 

the TLDA. ER 1139-40. Microsoft's challenge 

to that finding is premised on the argument that 

its distribution is within the scope of its license. 

Br. 26-28. 

In other words, to accept Microsoft's argument, 

this Court would have to conclude that the 

district court misconstrued the terms of the 

TLDA, and misapplied them to the facts as it 

found them. Under the abuse of discretion 

standard, however, this Court will not reverse 

simply because "it would have arrived at a 

different result if it had applied the law to the 

facts of the case." Gregorio T., 59 F.3d at 1004 

(internal quotations omitted). Microsoft has 

failed to show the district court's preliminary 

injunction order constituted an abuse of 

discretion. 

2. The District Court Did Not Err In Concluding 
That Sun Had Shown A Reasonable Likelihood 
Of Establishing Ownership Of A Valid 
Copyright And Copying Of Protected 
Expression  

The district court found that Sun had 

demonstrated a reasonable likelihood of 

establishing ownership of a valid copyright and 

copying of protected expression. ER 1138-39. 
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Microsoft half-heartedly argues that this Court 

should overturn that finding, and reverse the 

district court's order. Br. 34-36. Microsoft's 

arguments do not demonstrate any abuse of 

discretion.  

As the district court found, Sun has received 

certificates of registration from the Copyright 

Office for its JDK computer program. ER 1138. 

These certificates of registration raise a 

presumption that Sun owns valid copyrights in 

the JDK computer program. See 17 U.S.C. § 

401(c); Entertainment Research Group, Inc. v. 
Genesis Creative Group, Inc., 122 F.3d 1211, 

1217 (9th Cir. 1997). 

The only evidence Microsoft submitted to 

challenge the validity of Sun's copyrights was 

deposition testimony that a small portion of the 

JDK source code was not written by Sun. ER 

1139. Sun, however, submitted evidence 

demonstrating that the vast bulk of the JDK 1.1 

source code is original source code authored 

by Sun, and that less than ten percent of the 

JDK 1.1 source code files potentially contain 

third-party source code. SER 325. Moreover, 

Sun told the Copyright Office about the 

presence of the third-party code, and, after 

examination, the Copyright Office still issued 

certificates of registration. SER 178-83. 
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Regarding Microsoft's copying, Microsoft has 

never disputed that it copied the source code 

for Sun's copyrighted JDK 1.1 computer 

program. ER 1139. Sun submitted evidence of 

massive, literal copying by Microsoft of the 

source code for Sun's JDK. SER 142-50. Even 

excluding source code files containing third-

party code, hundreds of source code files in 

Microsoft's products are either completely 

identical to the source code files in Sun's JDK, 

or at least 90% identical. SER 262-63. 

Microsoft offered no evidence even suggesting 

that these hundreds of copied source code files 

and tens of thousands of copied lines of source 

code contain no protectible expression. See 
Johnson Controls, 886 F.2d at 1175 ("Source 

code and object code, the literal components of 

a program, are consistently held protected by a 

copyright on the program."). Based on this 

record, the district court did not abuse its 

discretion in concluding that Sun had shown a 

reasonable likelihood of establishing that 

Microsoft copied Sun's copyrighted work. 

3. The District Court Did Not Err In Concluding 
That section 2.6(a)(vi) Limits the Scope of 
Microsoft's Distribution License Under the 
TLDA  

Microsoft argues that this Court should reject 

the district court's determination that 

Microsoft's actions exceeded the scope of its 

license, even though the district court's finding 
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was made after an evidentiary hearing on a 

well-developed record. According to Microsoft, 

the scope of its license under the TLDA 

includes the right to distribute products that are 

copied or derived from Sun's copyrighted 

source code, but fail to pass Sun's compatibility 

test suite. Br. 26-28.  

Microsoft's proposed construction is contrary to 

the stated purpose, express language and 

underlying structure of the TLDA, as well as 

the JAVA technology itself. Microsoft is not 

licensed to distribute incompatible commercial 

products that fail Sun's test suite. Contrary to 

Microsoft's claim, the compatibility requirement 

of section 2.6(a)(vi) is not simply an 

independent covenant. Rather, as the district 

court found, it expressly defines and limits the 

scope of Microsoft's license by permitting 

Microsoft to commercially distribute only such 

Products as include only a Compatible 

Implementation of Sun's most current 

technology. ER 1139-40. Moreover, the district 

court's construction of the TLDA is consistent 

with federal copyright policy, which recognizes 

a copyright owner's paramount interest in 

preventing unauthorized modifications to his or 

her work, especially when such changes 

damage the owner's reputation. See Gilliam v. 
American Broadcasting Co., 538 F.2d 14, 19 

(2d Cir. 1976); Sega Enters., Ltd. v. MAPHIA, 
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857 F. Supp. 679, 689 (N.D. Cal. 1994). That 

policy is all the more applicable here, where 

Microsoft's Products contain code bearing 

Sun's copyright notices, yet fundamentally 

undermine the core value of Sun's JAVA 

technology. 

a. The compatibility requirements of the 
TLDA define and limit the scope of 
Microsoft's copyright license  

Under the TLDA, Microsoft is licensed to 

distribute commercial products that 

implement Sun's JAVA technology in a 

manner that passes Sun's test suites. It 

is also required to display Sun's brand -- 

the JAVA Compatible Logo -- with 

certain Products it distributes, including 

the Products at issue here. The Recitals 

of the TLDA explain the underlying 

purpose of the agreement: "SUN wishes 

to license its JAVA technology, while while while while 
maintaining compatibilitymaintaining compatibilitymaintaining compatibilitymaintaining compatibility among JAVA 

language based products; and . . . SUN 

wishes to protect and promote a 

compatibilitycompatibilitycompatibilitycompatibility logo used in connection 

with its JAVA technology . . . ." SER 203 

(emphasis added). Indeed, during the 

negotiations, Sun told Microsoft 

repeatedly that "the most important 

provision of this agreement from Sun's 
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perspective is compatibility." ER 778; 

ER 762-63. 

The scope of Microsoft's license under 

the TLDA is defined in Article 2.0, 

entitled "License Grants." SER 205-12. 

Pursuant to section 2.2(a)(iii), Sun 

granted to Microsoft a nonexclusive 

license to "make, use, import, 

reproduce, license . . . sell or otherwise 

distribute to end users as part of a 

Product or an upgrade to a Product, the 

Technology and Derivative Works 

thereof in binary form." SER 206. 

Section 2.6(a)(vi), however, further limits 

the scope of Microsoft's license to 

distribute Products as follows: "Licensee 

agrees that any new version of a 

Product that Licensee makes 

commercially available to the public 

after the most recent Compatibility Date 

shall only include the corresponding shall only include the corresponding shall only include the corresponding shall only include the corresponding 
Compatible ImplementationCompatible ImplementationCompatible ImplementationCompatible Implementation . . . ." SER 

209. Thus, in the "License Grant" of the 

TLDA, the scope of Products Microsoft 

is licensed to distribute commercially is 

expressly limited to only such Products 

as pass Sun's compatibility test suite. 

Maintaining compatibility among the 

products distributed by Sun's licensees 
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is of paramount importance. ER 656. If a 

distributor like Microsoft implements the 

JAVA technology in an incompatible 

manner, programs written for the 

standard JAVA programming 

environment may not run on its 

products. Alternatively, if programs are 

written using its incompatible 

development tools, those programs may 

fail to run properly on the compatible 

implementations of Sun's other 

licensees and distributors. SER 267-75; 

ER 669-71, 698-99. 

Maintaining compatibility of Microsoft's 

products is especially important 

because Microsoft is the single largest 

distributor of products that implement 

the JAVA technology, and because it is 

licensed to use Sun's trademark -- the 

JAVA Compatible Logo. Indeed, 

Microsoft is specifically required to 

display Sun's mark in association with 

certain Products it distributes. SER 230-

31. However, under its license, 

Microsoft is authorized to display the 

mark only in association with Products 

that have successfully passed Sun's test 

suites. Id. Because the TLDA licenses 

Microsoft to distribute products that 

incorporate Sun's JAVA technology and 
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display Sun's seal of approval, but 

expressly requires Microsoft's Products 

to pass Sun's test suites before it may 

do so, the scope of the license granted 

to Microsoft is limited to the distribution 

of only such Products as pass Sun's 

compatibility test suite. SER 198. By 

distributing products that failed Sun's 

test suite, Microsoft has exceeded the 

scope of its license and infringed Sun's 

copyrights.  

b. The compatibility requirement of section 
2.6(a)(vi) of the TLDA is a limit on the 
scope of Microsoft's license, not an 
independent covenant  

On appeal, Microsoft asks this Court to 

interpret the TLDA and re-define the 

scope of its license as determined by 

the district court. Microsoft argues that 

the restriction imposed by section 

2.6(a)(vi) is merely an independent 

covenant, not a limitation on the scope 

of Microsoft's license. Br. 24-28. 

Microsoft's argument is without merit. 

According to Microsoft, "To determine 

the scope of Microsoft's license, the 

district court should have examined onlyonlyonlyonly 

the affirmative grants of the TLDA, 

which are contained in section 

2.2(a)(iii)." Br. 27 (emphasis added). 
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Interpreting the scope of its license 

based solely on that provision of the 

TLDA, Microsoft assures the Court that 

"Sun has no basis for claiming that 

Microsoft acted outside the scope of the 

license grant." Br. 28. 

The law does not favor such myopic 

interpretations of a contract. Instead, 

"[t]he whole of a contract is to be taken 

together, so as to give effect to every 

part, if reasonably practicable, each 

clause helping to interpret the other." 

Cal. Civ. Code § 1641. The compatibility 

limitations on Microsoft's license appear 

in section 2.6, which is contained in 

Article 2.0, entitled "License Grants." 

SER 205, 209. The fact that the 

compatibility restrictions appear in a 

different subsection than the grant 

clauses in sections 2.1, 2.2, 2.3, 2.4 and 

2.5 of the TLDA is a function of the 

complexity of Article 2, not any intent to 

authorize Microsoft to distribute 

incompatible products. 

None of the cases cited by Microsoft 

hold that a court should ignore the 

entirety of the contract when interpreting 

the scope of a license. Br. 27. Moreover, 

the fact that a limitation on a license 
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appears in a subsection separate from 

broader grant language is hardly 

dispositive. In fact, a number of courts 

have found a licensee liable for 

copyright infringement for exceeding the 

scope of its license because broad grant 

language was limited elsewhere in the 

license agreement. Frank Music Corp. v. 
Metro-Goldwyn-Mayer, Inc., 772 F.2d 

505, 511 (9th Cir. 1985); Encyclopedia 
Brown Prods., Ltd. v. Home Box Office, 
Inc., No. 91 Civ. 4092, 1998 WL 734355 

(S.D.N.Y. Oct. 15, 1998); Marshall v. 
New Kids on the Block Partnership, 780 

F. Supp. 1005, 1007-10 (S.D.N.Y. 

1991).  

Microsoft also argues that section 

2.6(a)(vi) is an independent covenant 

and not a limitation on the scope of its 

license because it contains the words 

"shall" and "agree." Br. 24. Microsoft's 

"magic words" defense, however, is 

undercut by its own practices. In 

Microsoft Corp. v. Harmony, supra, 846 

F. Supp. at 213, Microsoft successfully 

argued that the defendants' distribution 

of products on a "stand-alone" basis 

exceeded the scope of their license and 

infringed Microsoft's copyrights because 

the license agreements provided that 
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licensees "shallshallshallshall distribute Product(s) 

onlyonlyonlyonly with [licensee's] Customer 

System(s)." Id. (emphasis added). 

Obviously, words like "shall" or "agree" 

do not necessarily mean the parties 

intended a provision to be a covenant 

and not a limitation on the scope of a 

license. Rather than discern the intent of 

the parties, Microsoft asks this Court to 

adopt a series of traps for the unwary, 

where licenses and remedies drastically 

change depending solely on whether the 

parties use the words "shall," "agree," 

"if," or "subject to." Microsoft's argument 

is contrary to one of the chief purposes 

underlying federal copyright law -- the 

protection of an author's rights. See 
S.O.S., Inc., 886 F.2d at 1088 (rejecting 

rule of construction that contract should 

be interpreted against drafter because it 

conflicts with federal copyright policy). 

Broad interpretations of copyright 

licenses, like the one proposed by 

Microsoft, are disfavored. See Cohen v. 
Paramount Pictures Corp., 845 F.2d 

851, 854-55 (9th Cir. 1988). 

c. Federal law recognizes the right of a 
copyright owner to protect its 
reputational interests by bringing 
copyright infringement actions against 
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licensees who make unauthorized 
modifications  

The leading case articulating when a 

licensee infringes a copyright by 

exceeding the scope of its license, 

Gilliam v. American Broadcasting Co., 
538 F.2d 14 (2d Cir. 1976), is directly on 

point. In Gilliam, members of the Monty 

Python comedy group sued ABC for 

broadcasting heavily-edited versions of 

their television series. Monty Python's 

license agreement with the BBC, who in 

turn licensed ABC, contained provisions 

limiting the right to alter the scripts 

Monty Python delivered. Id. at 17. ABC, 

however, did not comply with those 

provisions, and made "substantial" edits 

which caused the program "to lose its 

iconoclastic verve." Id. at 18-19. Based 

on these actions, the Second Circuit 

held that Monty Python was entitled to a 

preliminary injunction against ABC for 

copyright infringement. 

The Gilliam court stressed the copyright 

owner's interest in controlling his work: 

Whether intended to allow greater 

economic exploitation of the work, as in 

the media and time cases, or to ensure 

that the copyright proprietor retains a retains a retains a retains a 
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veto power over revisionsveto power over revisionsveto power over revisionsveto power over revisions desired for 

the derivative work, the ability of the 

copyright holder to control his work 

remains paramount in our copyright law. 

Id. at 21. Consequently, the court found 

that "unauthorized editing of the 

underlying work, if proven, would 

constitute an infringement of the 

copyright similar to any other use of a 

work that exceeded the license 

granted." Id. 

Like Gilliam, Sun expressly retained 

"veto power over revisions desired for 

the derivative work" in the form of test 

suites. Microsoft was licensed to modify 

Sun's copyrighted material, so long as 

the products that Microsoft commercially 

distributed passed Sun's test suite. 

Indeed, if anything, Sun's interest in 

controlling its licensee's derivative works 

is stronger than in Gilliam, because Sun 

is not only protecting its general 

reputation, but its JAVA Compatible 

trademark as well. See also Sega 
Enters., 857 F. Supp. at 689; National 
Bank of Commerce v. Shaklee, 503 F. 

Supp. 533, 542-45 (W.D. Tex. 1980) 

(holding licensee liable for copyright 

infringement for adding advertising 
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material to the text of a copyrighted 

work). As the district court twice held, 

Microsoft's commercial distribution of 

non-standard, incompatible products 

copied or derived from Sun's 

copyrighted code is "antithetical" to the 

fundamental purpose of Sun's 

copyrighted technology and the stated 

purpose of Microsoft's license. ER 160, 

1147. 

d. The Fifth Circuit's decision in Fantastic 
Fakes, Inc. v. Pickwick Int'l, Inc. conflicts 
with Ninth Circuit precedent and is 
distinguishable 

Microsoft relies heavily on the Fifth Circuit's 

decision in Fantastic Fakes, Inc. v. Pickwick 
Int'l, Inc., 661 F.2d 479 (5th Cir. 1981), to 

support its contention that the compatibility 

requirements of section 2.6 should be treated 

as independent covenants, not limits on the 

scope of Microsoft's license. Fantastic Fakes, 

however, has not been followed in this Circuit 

and is readily distinguishable from the present 

case. 

In Fantastic Fakes, the copyright owner 

entered into a license agreement with a record 

distribution company. The license agreement 

required the record company to include a 

copyright notice with the name of the copyright 

owner on every copy. Id. at 481-82. The record 
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company, however, distributed copies with 

copyright notices bearing its name, not the 

copyright owner's. The copyright owner sued 

for copyright infringement, and the Fifth Circuit 

affirmed the district court's grant of summary 

judgment in favor of the record company. 

The Fifth Circuit based its decision on two 

conclusions. First, applying Georgia's rules of 

contract construction, including the rule that 

ambiguities should be resolved against the 

drafter -- in Fantastic Fakes, the copyright 

owner -- the court found that the copyright 

notice provision in the contract was a 

covenant, not an express condition. Id. at 483-

84. Second, the Fifth Circuit held that it was 

unwilling to construe a contractual provision 

requiring the licensee to use a particular form 

of copyright notice as an implied condition 

precedent to the license grant, because the 

licensee's failure to use the specified form of 

notice did not jeopardize any significant rights 

of the copyright owner. Further, the Fifth Circuit 

held that even if it were to construe the notice 

requirement as imposing an implied condition 

to the license, the licensee's use of a different 

form of notice would not breach the condition, 

because the form of notice actually used was 

sufficient to protect the ownership interests of 

the licensor in the copyright. Id. at 487. 
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In Fantastic Fakes, the Fifth Circuit never 

addressed the issue decided by the district 

court here. As Microsoft concedes, a licensee 

may be held liable for copyright infringement if 

it acts outside the scope of its license. See Br. 

23. In Fantastic Fakes, the Fifth Circuit did not 

address whether the provision at issue limited 

the scope of the license granted to the 

licensee. Rather, it only addressed whether the 

contractual provision in question was a 

condition precedent to the license. Fantastic 
Fakes, 661 F.2d at 483-84. Here, Sun asserted 

that section 2.6(a)(vi) limits the scope of 

Microsoft's right to distribute commercial 

products, not that it is a condition precedent to 

the rights granted in section 2.2. Fantastic 
Fakes provides no guidance on that issue. 

Moreover, unlike the Gilliam decision, the Ninth 

Circuit has not embraced the Fifth Circuit's 

analysis in Fantastic Fakes. The Ninth Circuit 

has expressly adopted a different rule of 

interpretation than the rule adopted in Fantastic 
Fakes. See S.O.S., Inc., 886 F.2d at 1088 

(holding that the federal policy in favor of 

copyright protection preempts state law rules of 

contract construction when the two are in 

conflict). Additionally, unlike the decision in 

Fantastic Fakes, this Court has found a 

licensee liable for copyright infringement for 

failure to include a copyright notice. See 
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County of Ventura v. Blackburn, 362 F.2d 515 

(9th Cir. 1966). 

The factual circumstances in which courts have 

found certain license provisions to be 

covenants and not limitations on the scope of 

license are readily distinguishable from the 

instant case. To the extent any general 

principle underlies the case law, it appears to 

be that courts treat provisions as covenants 

when they involve minor requirements that do 

not undermine the essence of the bargain, or 

can be easily remedied by contractual 

damages. See, e.g., Fantastic Fakes, 661 F.2d 

at 483-84 (failure to list correct name in 

copyright notice did not jeopardize the owner's 

ability to enforce copyright); Rano v. Spina, 

987 F.2d 580, 586 (9th Cir. 1993) (licensee's 

payment of only 86% of royalties due did not 

give rise to copyright infringement claim); see 
also Graham v. James, 144 F.3d 229, 237 (2d 

Cir. 1998) (treating payment of royalties and 

notice of authorship as covenants). By 

contrast, where, as here, the licensee makes 

unauthorized changes to the copyrighted work 

itself, courts hold the licensee liable for 

copyright infringement for exceeding the scope 

of its license. See S.O.S., Inc., 886 F.2d at 

1087-88 (unauthorized copying and 

modification of software); Gilliam, 538 F.2d at 

21 (unauthorized edits to script); National Bank 
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of Commerce, 503 F. Supp. at 542-45 

(unauthorized addition of advertising). 

Here, by distributing incompatible commercial 

products that failed Sun's test suite, Microsoft 

made unauthorized changes to Sun's 

copyrighted works. Sun licensed Microsoft to 

distribute only such commercial Products as 

pass Sun's test suites. As the district court 

found, Microsoft's distribution of Products that 

fail to pass Sun's test suites is "antithetical" to 

the purpose of the TLDA and the JAVA 

technology itself. ER 160, 1147. 

4. Even If Irreparable Harm Were Not Presumed, 
The District Court's Order Demonstrates That A 
Preliminary Injunction Was Appropriate Based 
On The Balance Of Hardships  

Even if the Court were to reject the district 

court's interpretation of the agreement, and 

conclude that Microsoft's distribution of 

incompatible product did not exceed the scope 

of its license, the preliminary injunction order 

should be affirmed because the district court's 

order demonstrates that the balance of 

hardships tips sharply in Sun's favor. 

The district court carefully crafted a narrow 

injunction which balanced the competing 

interests of Sun, Microsoft, and the public. The 

district court's order expressly found: "As to the 

balance of hardships, the potential harm to 
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Microsoft arising out of an injunction requiring 

support for Sun's JNI does not appear to be 

unduly burdensome." ER 1151. The district 

court also found that "Sun's willingness to 

temper its requested relief mitigates some of 

the potential harm asserted by Microsoft," 

since Sun did not seek the recall of any 

Microsoft product and proposed giving 

Microsoft a 90-day period to comply. ER 1151-

52. The district court's preliminary injunction 

seeks to minimize any harm to Microsoft by 

including these conditions. ER 1154. 

As to Microsoft's development tools, even 

though the district court found that Sun was 

likely to prevail on its copyright claim, it did not 

require Microsoft to stop shipping the products 

as Sun requested. ER 1152, 1154-55. Instead, 

careful to minimize any hardship to either 

Microsoft or the public, the district court only 

required Microsoft to add a warning message, 

change a default setting, and desist from 

adding additional, unauthorized keywords and 

compiler directives pending trial. ER 1154-55. 

Sun demonstrated that Microsoft's massive 

distribution of incompatible products would 

irreparably harm Sun, its other JAVA licensees, 

and thousands of software developers and 

consumers, by fragmenting the JAVA 

programming environment and potentially 
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establishing Microsoft's "polluted" version of 

the JAVA technology as the de facto standard. 

ER 822-23; SER 96-99, 202, 268-75, 283-85. 

The fact that Microsoft continued to ship 

infringing products, even after the district court 

found in March 1998 that Microsoft's products 

failed Sun's test suite, further tips the balance 

of hardships in Sun's favor. Based on this 

record, the district court did not abuse its 

discretion in issuing its carefully-crafted 

preliminary injunction order. 

5. The District Court Did Not Err In Concluding 
That Products Incorporating Microsoft's 
Incompatible Compiler Or Excluding JNI Fail 
To Pass Sun's Test Suite  

Microsoft argues the district court erred in 

concluding that Microsoft's compiler 

implementation violated the compatibility 

limitations of its license under the TLDA. 

Microsoft contends that its license merely 

requires its compiler implementations to 

contain a mode that passes Sun's JAVA 

Language Test Suite, and leaves Microsoft free 

to distribute products that include compilers 

having additional, incompatible modes that fail 

the test suites. In addition, Microsoft asserts 

that the district court agreed that the contract 

could be read as Microsoft urged, and that 

Microsoft's compiler implementations contained 

a mode that passes Sun's Test Suite. Br. 49-

50. 
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The district court carefully considered all of the 

relevant evidence, weighed the credibility of 

the witnesses who negotiated the agreement, 

and rejected Microsoft's interpretation of the 

license. The district court also expressly found 

that Microsoft's compiler implementation failed 

to pass Sun's test suite. ER 1148. Microsoft's 

assertion that the portion of the test suite failed 

by its compiler is not properly part of the test 

suite was never raised below, flies in the face 

of the uncontroverted evidence, and 

contradicts the express finding of the district 

court. In short, the record below provides no 

basis to conclude that the district court abused 

its discretion. 

a. Microsoft's Incompatible Compiler  
1. The district court's construction of 

the license is supported by the 
record  

Based on its review of the 

extensive factual record before it, 

as well as the credibility of the 

principals who negotiated the 

agreement, the district court 

concluded that Sun would likely 

prevail in demonstrating that 

section 2.6(b)(iv) of the license 

does not permit Microsoft to add 

incompatible modes to its 

implementation of the JAVA 

compiler. ER 1146. Indeed, as 
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the district court expressly held, 

"Microsoft's asserted 

interpretation is antithetical to one 

of the stated purposes of the 

TLDA" -- maintaining 

compatibility. ER 1147. Rather, 

as properly construed by the 

district court, section 2.6(b)(iv) 

authorizes Microsoft to continue 

to distribute Products that include 

compatible compiler modes for 

earlier versions of the JAVA 

Technology -- even after Sun has 

delivered a Significant Upgrade -- 

provided that its Products also 

include a compatible compiler 

mode for the most current 

upgraded version of the JAVA 

Technology. ER 1147. Thus, in 

contrast to section 2.6(a)(vi), 

which requires Microsoft to 

upgrade its Products to contain 

onlyonlyonlyonly the latest Compatible 

Implementation of Sun's JAVA 

Classes and JAVA Runtime 

Interpreter, section 2.6(b)(iv) 

permits Microsoft to continue to 

distribute as a part of such 

Products a compiler that is 

capable of compiling code for 
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prior versions of the Technology, 

provided it also includes a mode 

that passes the most current 

JAVA Language Test Suite. SER 

196-98, 209-10, 342-46. 

Consistent with the over-riding 

purpose of the license as 

reflected in the provisions and 

recitals of the agreement, as well 

as the testimony and evidence 

offered by both parties, the 

district court construed the 

agreement as authorizing 

Microsoft to distribute only such 

implementations of the JAVA 

compiler as contain compatible 

modes. Far from abusing its 

discretion, the district court 

carefully considered the 

competing interpretations of the 

license, weighed the conflicting 

evidence, construed the 

agreement consistent with its 

stated purpose and structure, 

then fashioned a remedy that 

carefully balanced the interests of 

all concerned. 

2. The district court did not find that 
Microsoft's compiler contained a 
mode that passed Sun's test suite  



 52 

Microsoft inexplicably asserts that 

the district court found that 

Microsoft's compiler included a 

mode that passed Sun's Relevant 

Test Suite. Br. 49-50. In fact, the 

district court made no such 

finding. ER 1148. 

3. Microsoft's Other Compiler 
Arguments Have No Merit 

Microsoft's argument that the district 

court erred by relying on the JAVA 

Language Specification was never 

raised below and curiously contradicts 

the express provisions of the license 

agreement. By its express terms, TLDA 

section 2.6(b)(iv) requires Microsoft's 

compiler Products to contain a mode 

that passes the most current version of 

the JAVA Language Test Suite which, in 

turn, is defined as "validating that 

products which compile the JAVA 

Language comply with the then current 

JAVA Language specification as of the 

date of the test suite." SER 204, 210. 

The district court therefore properly 

turned to and relied upon the JAVA 

Language Specification.  

Similarly, Microsoft's contention that the 

JAVA Language Test Suite cannot 
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properly include the Compiler Output 

Requirement was also never raised in 

the district court, and is directly 

contradicted by the record on appeal. As 

the district court found, the JAVA 

Language Test Suite expressly sets 

forth the requirements that must be met 

to pass the test suite, including the 

requirement that "the output from your 

JAVA compiler implementation (if 

applicable) must execute properly with a 

JavaSoft Virtual Machine**** for the same 

version as the JAVA Compatibility Kit 

you are using." ER 1148; ER 283-88. 

Microsoft's suggestion that the Compiler 

Output Requirement is inconsistent with 

section 2.9(f) of the TLDA is also a red-

herring. Section 2.9(f) expressly 

addresses Microsoft's JAVA Reference 

Implementation VM, which includes 

Microsoft's implementation of the JAVA 

Runtime Interpreter, but not Microsoft's 

implementation of Sun's JAVA Compiler 

or JAVA Classes. SER 204, 212 (TLDA 

sections 1.10 and 2.9(f)). Thus, section 

2.9(f) does not apply to compiler 

compatibility and imposes no constraint 

on Sun's ability to promulgate test suites 

for Microsoft's compiler 

implementations. 
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b. Microsoft's Failure To Support JNI  

Microsoft argues that the district court 

erred in interpreting the agreement as 

permitting Sun to upgrade the JAVA 

Technology to include the JAVA Native 

Interface ("JNI"), and in requiring 

Microsoft to support JNI in the products 

it distributes. According to Microsoft, JNI 

does not enhance cross-platform 

compatibility and is not part of Sun's 

specification of the "AAPI" for which 

Sun's test suites may test for 

conformance. Br. 54-62. 

Microsoft's argument contradicts the 

unambiguous text of the TLDA and was 

properly rejected by the district court. 

The district court found that the express 

language of the agreement, as well as 

the succession of drafts that culminated 

in the final agreement, confirmed Sun's 

right to test for conformance to any 

public application programming interface 

to the JAVA Runtime Interpreter 

specified by Sun, including JNI. ER 

1140-44. 

1. Microsoft's license requires its 
Products to support any public 
application programming interface 
to the JAVA Runtime Interpreter 
specified by Sun 
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Microsoft apparently concedes, as it must, that 

Sun released the JDK 1.1 Upgrade in February 

1997 and immediately designated it as a 

Significant Upgrade pursuant to TLDA section 

2.6(a)(iv). ER 300; SER 54. The JDK 1.1 

Significant Upgrade included a public 

application programming interface to the JAVA 

Runtime Interpreter, called JAVA Native 

Interface ("JNI"). SER 272, 310-13. 

Pursuant to TLDA sections 2.6(a)(iv) and (vi), a 

Product that incorporates any portion of the 

JDK 1.1 Significant Upgrade must pass, prior 

to its commercial distribution by Microsoft, the 

JAVA Test Suite that accompanied the JDK 1.1 

Upgrade. 

As the district court correctly determined, the 

scope of Microsoft's license to distribute 

Products that incorporate JDK 1.1 technology 

is thus governed by the definition of "JAVA 

Test Suite." ER 1140. Pursuant to TLDA 

section 1.15, "JAVA Test Suite" is defined as 

"SUN's publicly available test suite for 

validating that products which interpret JAVA 

bytecodes comply with the SUN specification 

of the AAPI as of the date of the test suites." 

SER 204. "AAPI" is defined, in relevant part, as 

"the public application programming interface 

to the JAVA Applet Environment (JAE) 

reflected in the Technology as identified in 
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Exhibit A . . . , as modified by Sun during the 

term of this Agreement." SER 203 (TLDA 

section 1.1). Exhibit A of the TLDA states that 

the "JAVA Applet Environment" consists of 

certain JAVA Classes and the "JAVA Runtime 

Interpreter, which implements the JAVA Virtual 

Machine." SER 223. 

Based on these definitions, the district court 

correctly concluded that any "public application 

programming interface" to the "JAVA Runtime 

Interpreter," such as JNI, falls within the 

definition of "AAPI," and that Sun's JAVA Test 

Suites may test for conformance to that 

interface. ER 1140. The JAVA Test Suite that 

accompanied the JDK 1.1 Significant Upgrade, 

called JCK 1.1a, tested for JNI compatibility. 

None of the products Microsoft distributed prior 

to the district court's November 17, 1998 order 

supported JNI, and each of its products failed 

the compatibility tests for JNI contained in the 

JCK 1.1a test suite. SER 185-89, 356-57. 

There is no genuine dispute that JNI is public 

application programming interface to the JAVA 

Runtime Interpreter. Indeed, as the district 

court found, citing Microsoft's own witnesses, 

"Microsoft appears to agree that JNI is an 

application programming interface to the virtual 

machine. ER 1140. Sun submitted uncontested 

evidence from other JAVA licensees, as well 
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as several experts, establishing that JNI is a 

public application programming interface to the 

JAVA Runtime Interpreter. ER 680; SER 235-

38, 243-44, 310, 365. Indeed, the TLDA 

specifically describes "interfaces to the 

Reference Implementation VM" as including 

"native code interfaces." SER 212 (TLDA 

section 2.9(e)). 

The district court also did not err in concluding 

that Upgrades to the AAPI, such as JNI, 

properly fall within the scope of permissible 

compatibility testing by Sun. Since "AAPI" 

specifically includes "the public application 

programming interface . . . , as modified by 

Sun during the term of this Agreement," and 

the "JAVA Test Suite" may test for compliance 

with the "Sun specification of the AAPI as of 

the date of the test suites," Sun's JCK 1.1a 

Test Suite properly tested Microsoft's Products 

for compliance with Sun's specification of JNI. 

See SER 203-04. 

6. The TLDA Does Not Bar Injunctive Relief for 
Copyright Infringement  

a. Microsoft waived the argument by not 
raising it with the district court  

Microsoft argues that the district court 

erred as a matter of law by enjoining 

Microsoft's copyright infringement, 

because "Sun did not prove and the 

district court did not find that a willful 
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and intentional material breach of 

section 2.6 occurred." Br. 39. Microsoft 

argues that such a showing was 

required by section 11.2(b) of the TLDA, 

and the district court's March 24, 1998 

Order. Id. 

However, in opposing Sun's copyright 

motion in the district court, Microsoft 

never argued that the TLDA waived or 

limited injunctive relief for copyright 

infringement. Consequently, neither Sun 

nor the district court were afforded any 

opportunity to address the argument. 

The Court should not consider 

Microsoft's newly-raised argument for 

the first time on appeal because it was 

not raised below, and consideration of 

the argument on an undeveloped record 

would unduly prejudice Sun and the 

district court. 

As a general rule, this Court will not 

consider an issue first raised on appeal. 

Smith v. Hughes Aircraft Co., 22 F.3d 

1432, 1438 (9th Cir. 1994); Gruver v. 
Midas Int'l. Corp., 925 F.2d 280, 283 

(9th Cir. 1991). The Ninth Circuit has 

recognized three specific exceptions to 

this rule: (1) "in the "exceptional' case in 

which review is necessary to prevent a 
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miscarriage of justice or to preserve the 

integrity of the judicial process;" (2) 

"when a new issue arises while appeal 

is pending because of a change in the 

law;" or (3) "when the issue presented is 

purely one of law and either does not 

depend on the factual record developed 

below, or the pertinent record has been 

fully developed." Bolker v. 
Commissioner, 760 F.2d 1039, 1042 (9th 

Cir. 1985). However, even where the 

newly raised issue is purely a legal 

question, the Court will not consider that 

issue if it necessitates additional 

development of the record. Id. So, for 

example, in Bolker, the Court refused to 

hear a newly raised legal issue because 

the opponent was not given the 

opportunity to address the issue below 

through submission of evidence, legal 

arguments or a change in strategy. Id. at 

1042. 

As discussed below, it was Microsoft's 

burden -- not Sun's -- to prove that its 

contract with Sun waived or limited 

Sun's statutory right to injunctive relief 

for copyright infringement. Had 

Microsoft asserted this defense in the 

district court, Sun would have shown 

that injunctive relief is available wholly 
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apart from section 11.2(b), or, 

alternatively, Sun would have presented 

detailed evidence and argument that 

Microsoft's conduct was willful within the 

meaning of section 11.2(b). Microsoft 

cannot now complain that the district 

court failed to make a finding Microsoft 

never asked it to make. The issue is 

waived. 

b. Microsoft bore the burden of proving that 
the TLDA precludes injunctive relief for 
copyright infringement, and Microsoft 
failed to carry its burden  

Microsoft's Fourth Affirmative Defense 

asserts that the TLDA precludes 

injunctive relief. The defendant carries 

the burden of proof on affirmative 

defenses. See, e.g., Continental 
Airlines, Inc. v. Intra Brokers, Inc., 24 

F.3d 1099, 1103 (9th Cir. 1994); Benigni 
v. City of Hemet, 879 F.2d 473, 479 (9th 

Cir. 1989). The Copyright Act expressly 

provides a statutory right to injunctive 

relief for infringement of copyrights. 17 

U.S.C. § 502. Accordingly, Microsoft 

bore the burden of proving that TLDA 

section 11.2(d) precluded Sun's 

requested injunctive relief, and that the 

factual circumstances did not warrant 

application of section 11.2(b) as an 

exception. 
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Microsoft failed to carry its burden of 

proof in the district court, never raising 

and making no showing in support of its 

Fourth Affirmative Defense. The district 

court therefore did not abuse its 

discretion by granting injunctive relief. 

See Continental Airlines, 24 F.3d at 

1106 (issuance of injunction affirmed 

where defendant failed to carry burden 

of proof on affirmative defenses). 

c. The district court did not rule that Sun is 
entitled to injunctive relief pursuant to 
section 11.2(b) only  

According to Microsoft, "[i]n its March 

24th Order, over Microsoft's strong 

objections, the court held that the 

limitation of remedies provision applied 

unless Sun could demonstrate the 

circumstances of section 11.2(b)." Br. 

37. Microsoft argues that the district 

court established the "rules of the game" 

in its March 24 Order, and abused its 

discretion by not following those "rules" 

in its November 17 Order, even though 

Microsoft never raised this defense. 

Microsoft's argument is erroneous and 

should be rejected. 

The district court's March 24 Order did 

not hold that injunctive relief is available 

onlyonlyonlyonly pursuant to section 11.2(b) for any 
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claim Sun may bring. ER 154-56. The 

district court simply found that, in the 

context of Sun's motion for preliminary 

injunction for trademark infringement, 

injunctive relief was available under 

section 11.2(b). ER 154. The court did 

not reject or even consider other 

theories supporting the availability of 

injunctive relief for copyright 

infringement or any other claims Sun 

may bring. Id. Since the district court 

never ruled that Sun is entitled to 

injunctive relief pursuant to TLDA 

section 11.2(b) only, the district court did 

not abuse its discretion by granting 

injunctive relief without requiring Sun to 

prove willful and intentional conduct by 

Microsoft. 

d. Section 11.2(d) does not preclude 
injunctive relief for Microsoft's copyright 
infringement  

Microsoft appears to argue that section 

11.2(d) excludes injunctive relief for 

claims for copyright infringement. 

Microsoft never made this argument in 

the district court, and this Court should 

not entertain it for the first time on 

appeal. 

Had Microsoft asserted section 11.2(d) 

in opposing Sun's copyright motion, Sun 
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would have demonstrated that section 

11.2(d) does not preclude injunctive 

relief for Microsoft's copyright 

infringement. A copyright owner is 

presumed to retain any right not 

expressly granted or relinquished to the 

copyright licensee. S.O.S., Inc., 886 

F.2d at 1088. Waiver of a legal right can 

be established only when the party 

claiming waiver establishes, by clear 

and convincing evidence, the intentional 

relinquishment of a known right. 

Monteleone v. Allstate, 51 Cal. App. 4th 

509 (1996); Grubb & Ellis Co. v. Bello, 

19 Cal. App. 4th 231 (1993). 

Here, the Copyright Act provides a 

statutory right to injunctive relief for 

copyright infringement. 17 U.S.C. § 

502(a). By its terms, TLDA section 

11.2(d) does not expressly relinquish or 

waive that statutory right, but instead 

refers to breach of contract claims only. 

SER 220. The authority Microsoft cites 

merely confirms that only "[a] clear and 

unambiguous contractual provision 

providing for an exclusive remedy for 

breach will be enforced." Fosson v. 
Palace (Waterland), Ltd., 78 F.3d 1448, 

1455 (9th Cir. 1996). Section 11.2(d) 

does not clearly and unambiguously 
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preclude injunctive relief for copyright 

infringement, and the record before the 

district court does not support a finding 

that it does. 

e. Even if section 11.2(b) were the sole basis 
for injunctive relief, the district court did 
not abuse its discretion in granting 
injunctive relief 

Microsoft contends that a finding of 

"willfulness," as that term is used in TLDA 

section 11.2(b), requires a finding of a specific 

mens rea. Br. 40. According to Microsoft, it 

could not be found to have "willfully" distributed 

products that failed to pass Sun's test suites so 

long as it contends it acted in good faith. 

Microsoft's argument is contrary to California 

law and should be rejected.  

Under California civil law, "willfulness" means 

simply that the party acted knowingly and 

freely; it "does not necessarily imply anything 

blameable, or any malice or wrong toward the 

other party, or perverseness or moral 

delinquency, but merely that the thing done or 

omitted to be done was done or omitted 

intentionally." Wilson v. Security First Nat. 
Bank, 84 Cal. App. 2d 427, 431 (1948). 

Microsoft mysteriously cites In re Riso, 978 

F.2d 1151 (9th Cir. 1992), a bankruptcy case, 

for the proposition that "willfulness" requires 
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malicious and tortious conduct. Microsoft 

entirely misconstrues Riso. The statutory 

exception to discharges in bankruptcy for "any 

debt à for willful and malicious injury by the 

debtor to another" cannot possibly aid the 

Court in construing section 11.2(b) of the 

TLDA. 

Microsoft similarly errs by citing this Court to 

Dolman v. Agee, 157 F.3d 708, 714 (9th Cir. 

1994), which construes the meaning of the 

statutory standard of "willfulness" in the context 

of a claim under 17 U.S.C. § 504(c)(2) for 

exemplary damages for willful copyright 

infringement. The meaning of "willfulness" 

under section 504(c)(s) is plainly inapposite to 

the correct interpretation under California law 

of a "willful and intentional breach of a material 

provision of section 2.6" of the TLDA. 

The record supports a finding that Microsoft's 

distribution of Products that failed to pass 

Sun's test suites was willful and intentional, 

since Microsoft continued to distribute its non-

conforming Products even after Sun provided 

notice and an opportunity to cure, SER 43-44, 

and then continued to do so even after the 

district court issued its first preliminary 

injunction order. ER 250-51. 
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Sun presented evidence that Microsoft willfully 

excluded JNI from its Products for the 

deliberate purpose of locking developers and 

users into Microsoft's virtual machine 

implementation, and thereby thwarting 

compatibility. SER 477-79. Sun also presented 

evidence that Microsoft willfully chose to 

implement incompatible keyword and compiler 

directives for the deliberate purpose of 

fragmenting the JAVA programming 

environment and locking developers and users 

into Microsoft's Windows-dependent virtual 

machine implementation. SER 296-300, 414-

24, 433, 474-84, 494-501. Accordingly, even if 

there were a mens rea requirement to prove 

"willfulness," which there is not, the record 

supports a finding that Microsoft acted 

"willfully." 

7. The Issue of "Independent Works" Is Currently 
Before The District Court 

Microsoft argues that the district court's preliminary 

injunction is overbroad if it extends to "independently 

developed" products that are not copied or derived 

from Sun's copyrighted material. Br. 42-45. 

Microsoft's appeal on this issue is simply premature. 

Microsoft did not raise this issue in its opposition to 

Sun's preliminary injunction motion. Instead, Microsoft 

raised this issue with the district court only after the 

district court entered its order. Br. 43 n.4. Since the 
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district court has not yet decided Microsoft's motion to 

clarify or modify the injunction, this Court should defer 

ruling on the issue until the district court acts. See 
Singleton v. Wulff, 428 U.S. 106, 121 (1976) ("The 

matter of what questions may be taken up and 

resolved for the first time on appeal is one left 

primarily to the discretion of the courts of appeals, to 

be exercised on the facts of individual cases."); 

Yamamoto v. Omiya, 564 F.2d 1319, 1322 n.5 (9th 

Cir. 1977). 

If the district court were to deny Microsoft's motion to 

clarify or modify the injunction, Microsoft could appeal 

that denial under 28 U.S.C. § 1292(a)(1). See Hook v. 
Arizona Dept. of Corrections, 107 F.3d 1397, 1401 

(9th Cir. 1997). At that time, the issue would be 

properly before this Court, and it would then be able 

to review the district court's decision on a complete 

record. 

Even if this Court were to reach this issue, Microsoft 

has not shown an abuse of discretion by the district 

court. 

The district court's order is not as broad as Microsoft 

suggests. The district court did notdid notdid notdid not "enjoin[] Microsoft 

from offering its customers independently developed 

JAVA technology, either as a standalone product or in 

a developer tool product." Br. 42 (emphasis in 

original). Rather, it expressly enjoined Microsoft from 

selling or distributing, directly or indirectly, certain 
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products containing "code copied or derived from any 

Sun copyrighted program code" that failed to pass 

Sun's test suite. ER 1154-55. In addition, it enjoined 

Microsoft from "[i]ncorporating any additional 

Microsoft keyword extensions or compiler directives 

into its JAVA software development tools." ER 1155. 

Microsoft's contention that the TLDA permits Microsoft 

to distribute "independently developed" works that 

perform the same or similar function as Sun's JAVA 

Technology free from the upgrade, compatibility and 

branding restrictions of the license is also wrong. The 

"Products" Microsoft is licensed to distribute, as 

defined by the TLDA, expressly include "any of 

Licensee's products or services . . . which may 

incorporate, implement, integrate, use, emulate 

and/or embody, in whole or in part, the Technology, 

Derivative Works of the Technology and/or 

Independent Works of the TechnologyIndependent Works of the TechnologyIndependent Works of the TechnologyIndependent Works of the Technology." SER 204 

(TLDA section 1.20; emphasis added). "Independent 

Work(s)" is defined in TLDA section 1.6 as "any work, 

or portion thereof, that is independently developed 

and performs the same or similar functions as certain 

technology, but is not a Derivative Work of such 

technology." 

Because Microsoft did not raise the issue of 

independent works below, the district court has yet to 

consider and decide the extent to which any work 

allegedly "independently developed" by Microsoft 

uses Sun copyrighted material or otherwise infringes 
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Sun's copyrights. However, until it does, its 

determination that Sun is likely to prevail on its claim 

of copyright infringement would justify the entry of an 

even broader injunction, one that enjoins Microsoft 

from the infringement of any Sun copyrighted 

material, not just Sun's copyrighted program code. 

B. The District Court Did Not Abuse Its Discretion By 
Enjoining Microsoft's Acts Of Unfair Competition  

1. The District Court Did Not Abuse Its Discretion 
By Enjoining Microsoft's Exclusive Dealing 
Agreements  

The district court found that certain exclusive 

dealing agreements of Microsoft constituted 

unfair competition in violation of California 

Business and Professions Code §§ 17200 et 
seq. ER 1153. The district court enjoined 

Microsoft from: 

"(E) Conditioning any license to any Microsoft 

product on exclusive use or distribution of 

Microsoft's JAVA virtual machine; 

(F) Entering into any agreement, condition or 

arrangement with any third party that requires 

such third party to exclusively use Microsoft's 

interfaces to its runtime interpreter when 

invoking native code." 

ER 1155. Microsoft argues that the district 

court abused its discretion by enjoining past 

conduct without requiring Sun to prove that 
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Microsoft's unfair competition would continue 

unless enjoined. Br. 46. 

Contrary to Microsoft's argument, the district 

court was required to issue an injunction 

unless Microsoft could "irrefutably" 

demonstrate that it had reformed. Polo 
Fashions, Inc. v. Dick Bruhn, Inc., 793 F.2d 

1132, 1135 (9th Cir. 1986). As the Ninth Circuit 

held in Polo Fashions: 

The court was correct in noting that cessation 

of the unlawful conduct can moot such a 

dispute, but it failed to recognize that "the "the "the "the 
reform of the defendant must be irrefutably reform of the defendant must be irrefutably reform of the defendant must be irrefutably reform of the defendant must be irrefutably 
demonstrated and total.'demonstrated and total.'demonstrated and total.'demonstrated and total.' . . . . We should not We should not We should not We should not 
require Polo also to introduce require Polo also to introduce require Polo also to introduce require Polo also to introduce concrete concrete concrete concrete 
evidence that the defendants are likely to evidence that the defendants are likely to evidence that the defendants are likely to evidence that the defendants are likely to 
infringe againinfringe againinfringe againinfringe again....    

Id. at 1135-36 (emphasis added).  

Here, Microsoft did not irrefutably demonstrate 

its total reform. Microsoft does not dispute that 

it entered into the agreements at issue. The 

agreements provide that they may not be 

modified except by a subsequent agreement 

signed by both parties. SER 482, 501. 

Microsoft never proffered any such signed 

agreements eliminating the exclusivity 

provisions at issue. 
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The authority cited by Microsoft in support of its 

argument, People v. Toomey, 157 Cal. App. 3d 

1 (1984), actually supports the district court's 

order. In Toomey, the trial court enjoined 

defendants from making certain misleading 

statements in connection with the sale of 

discount coupons for use at Reno casinos. Id. 
at 10. On appeal the defendants argued that 

the permanent injunction should be vacated 

because they had ceased selling casino 

coupons prior to commencement of trial. Id. at 

20. Nevertheless, even though the defendants 

had stopped engaging in the specific acts 

alleged, the appellate court affirmed the 

injunction, noting that defendants had 

continued to sell other forms of coupons using 

many of the same deceptive marketing 

techniques. Id. at 20. 

Here, as in Toomey, the district court had good 

reason to conclude that Microsoft's unfair 

competition would continue. Sun proffered 

evidence that Microsoft's license agreements 

are part of a larger scheme to "kill cross-

platform Java," "wrest control of Java away 

from Sun" and "steal the Java language." SER 

396, 433, 494. In furtherance of this scheme, 

Microsoft specifically described the purpose of 

its exclusive license agreements: "make sure 

that the lock to our platform is in the contract." 

SER 477. In addition, Sun demonstrated that 
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Microsoft continued distributing incompatible 

products in furtherance of its scheme, even 

after the district court issued its first preliminary 

injunction order. SER 355. 

Here, as in Polo Fashions and Toomey, "[i]f the 

defendants sincerely intend not to infringe, the 

injunction harms them little; if they do, it gives 

Polo substantial protection of its trademark." 

Polo Fashions, 793 F.2d at 1136. Microsoft has 

no cause to complain if it truly has reformed. 

The district court did not abuse its discretion by 

enjoining Microsoft's unlawful licensing 

activities.  

2. The District Court Did Not Abuse Its 
Discretion By Enjoining Microsoft From 
Conditioning The Right To Use The 
"Designed For Windows95(98)/NT' Logo 
On The Exclusive Distribution Of 
Microsoft's Virtual Machine  

The district court found that Microsoft's 

"Designed for Windows95(98)/NT" logo 

licensing program constitutes an unfair 

business practice. ER 1153. Accordingly, 

it enjoined Microsoft from: 

"(D) Conditioning the right to use the 

"Designed for Windows95(98)/ NT' logo 



 73 

on the exclusive distribution of Microsoft's 

JAVA virtual machine." 

ER 1155. 

Microsoft argues that the district court 

abused its discretion because Microsoft's 

logo licensing program does not state 

literally that Microsoft's virtual machine 

implementation must be used 

"exclusively." Br. 47. Microsoft's argument 

is without merit.  

Microsoft's logo licensing program 

provides: 

"To qualify for the Logo, a JAVA 

application, when running on a Windows 

PC, must use and re-distribute the 

Microsoft Win32 virtual machine for 

JAVA."  

SER 424. The district court did not abuse 

its discretion in concluding that Microsoft's 

licensing program effectively required the 

exclusive use of Microsoft's incompatible 

virtual machine. The requirement to use 

Microsoft's virtual machine "when running 

on a Windows PC" effectively meant that 
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programs written by developers for use 

on Windows platforms must use the non-

standard, incompatible native method 

interfaces in Microsoft's implementation of 

the JAVA runtime interpreter to invoke 

native code. Because such programs will 

run only on Microsoft's virtual machine 

and no other, the logo requirement 

effectively imposed the same restriction 

on developers as Microsoft's exclusive 

dealing agreements. SER 104, 128-30, 

273-75. 

3. The District Court Did Not Abuse Its 
Discretion By Enjoining Microsoft's False 
And Misleading Advertising 

The district court found that "Microsoft's designation 

of its virtual machine as the "Official Reference 

Implementation of JAVA on Windows 32-bit platforms' 

is misleading." ER 1153-54. The district court 

enjoined Microsoft from: 

"(G) Advertising any product that contains, 

implements or emulates the JAVA Technology as the 

"official' JAVA reference implementation; however 

nothing in this order prevents Microsoft from making 

advertising claims with respect to the performance of 

its reference implementation." 
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ER 1155. 

Microsoft baldly contends that the district court 

abused its discretion because "there was no evidence 

supporting a conclusion of unfair competition." Br. 49. 

Microsoft's unsupported argument is without merit. 

Microsoft falsely advertised its implementation of the 

JAVA technology as the "official JAVA reference 

implementation" for Microsoft's Windows platforms. 

SER 421. The evidence demonstrates that Microsoft's 

implementation is not the "official" reference 

implementation for Windows platforms, and that 

Microsoft's advertisements were misleading. See SER 

204. Section 17200 defines unfair competition to 

include "misleading advertising." Cal. Bus. & Prof. 

Code § 17200. As Microsoft's misleading advertising 

is a per se violation of § 17200, the Court did not 

abuse its discretion by issuing its order. 

Microsoft erroneously argues that the district court 

abused its discretion by enjoining Microsoft's false 

advertising, because there was "no evidence of any 

irreparable harm." Br. 49. Sun demonstrated that 

Microsoft's misleading advertisements were harmful 

to Sun, its licensees and consumers by falsely 

conveying to software developers and others that 

Microsoft's incompatible virtual machine 
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implementation was the standard JAVA 

implementation for the Windows platform. SER 104-

05, 130-32, 261. Microsoft presented no evidence that 

it would suffer harm if the district court enjoined 

Microsoft's false and misleading advertising. 

VIII. CONCLUSION 

The district court's preliminary injunction order should be 

affirmed. 

Dated: February 10, 1999 

DAY CASEBEER MADRID  

WINTERS & BATCHELDER LLP 

  

By: __________________________ 

Lloyd R. Day, Jr. 

Attorneys for Plaintiff and Appellee 

SUN MICROSYSTEMS, INC. 

*As used on this web site, the terms "Java virtual machine" *As used on this web site, the terms "Java virtual machine" *As used on this web site, the terms "Java virtual machine" *As used on this web site, the terms "Java virtual machine" 

or "JVM" mean a virtual machine for the Java platform.or "JVM" mean a virtual machine for the Java platform.or "JVM" mean a virtual machine for the Java platform.or "JVM" mean a virtual machine for the Java platform.  

  

Table of AutTable of AutTable of AutTable of Authhhhoritiesoritiesoritiesorities    
 


	Microsoft Corporation vs. Sun Microsystems, Inc.
	10 Feb 1999, U.S. Court of Appeals for the Ninth Circuit No. 99-15046
	BRIEF OF APPELLEE
	Table Of Contents Table Of Contents Table Of Contents Table Of Contents
	A. The District Court Did Not Abuse Its Discretion By Issuing A Preliminary Injunction Based On Microsoft's Copyright Infringement
	B. The District Court Did Not Abuse Its Discretion By Enjoining Microsoft's Acts Of Unfair Competition *
	CORPORATE DISCLOSURE STATEMENT
	I. STATEMENT OF THE ISSUES
	II. STATEMENT OF JURISDICTION
	III. STATEMENT OF THE CASE
	IV. STATEMENT OF FACTS
	A. Sun's JAVA TM Technology
	B. The Overriding Importance of Maintaining Compatibility
	C. Sun's Licensing Program and JAVA Development Kit
	D. Microsoft Views JAVA Technology As A Threat To Its Monopoly
	E. Microsoft's License To Distribute Products Incorporating Sun's JAVA Technology
	F. Microsoft Copies Sun's JDK Source Code
	G. Microsoft Attempts To Fragment And Seize Control Of JAVA Technology

	V. SUMMARY OF THE ARGUMENT
	VI. STANDARD OF REVIEW
	VII. ARGUMENT
	A. The District Court Did Not Abuse Its Discretion By Issuing A Preliminary Injunction Based On Microsoft's Copyright Infringement
	1. The District Court Employed The Appropriate Legal Standard And Correctly Apprehended The Law Regarding Preliminary Injunctions Based On Copyright Infringement
	2. The District Court Did Not Err In Concluding That Sun Had Shown A Reasonable Likelihood Of Establishing Ownership Of A Valid Copyright And Copying Of Protected Expression
	3. The District Court Did Not Err In Concluding That section 2.6(a)(vi) Limits the Scope of Microsoft's Distribution License Under the TLDA
	4. Even If Irreparable Harm Were Not Presumed, The District Court's Order Demonstrates That A Preliminary Injunction Was Appropriate Based On The Balance Of Hardships
	5. The District Court Did Not Err In Concluding That Products Incorporating Microsoft's Incompatible Compiler Or Excluding JNI Fail To Pass Sun's Test Suite
	6. The TLDA Does Not Bar Injunctive Relief for Copyright Infringement
	7. The Issue of "Independent Works" Is Currently Before The District Court

	B. The District Court Did Not Abuse Its Discretion By Enjoining Microsoft's Acts Of Unfair Competition
	1. The District Court Did Not Abuse Its Discretion By Enjoining Microsoft's Exclusive Dealing Agreements
	2. The District Court Did Not Err In Concluding That Sun Had Shown A Reasonable Likelihood Of Establishing Ownership Of A Valid Copyright And Copying Of Protected Expression
	3. The District Court Did Not Err In Concluding That section 2.6(a)(vi) Limits the Scope of Microsoft's Distribution License Under the TLDA
	4. Even If Irreparable Harm Were Not Presumed, The District Court's Order Demonstrates That A Preliminary Injunction Was Appropriate Based On The Balance Of Hardships
	5. The District Court Did Not Err In Concluding That Products Incorporating Microsoft's Incompatible Compiler Or Excluding JNI Fail To Pass Sun's Test Suite
	6. The TLDA Does Not Bar Injunctive Relief for Copyright Infringement
	7. The Issue of "Independent Works" Is Currently Before The District Court

	B. The District Court Did Not Abuse Its Discretion By Enjoining Microsoft's Acts Of Unfair Competition
	1. The District Court Did Not Abuse Its Discretion By Enjoining Microsoft's Exclusive Dealing Agreements
	2. The District Court Did Not Abuse Its Discretion By Enjoining Microsoft From Conditioning The Right To Use The "Designed For Windows95(98)/NT' Logo On The Exclusive Distribution Of Microsoft's Virtual Machine
	3. The District Court Did Not Abuse Its Discretion By Enjoining Microsoft's False And Misleading Advertising


	VIII. CONCLUSION

	 
	U.S. Federal Courts Title Page

